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DETAILED ACTION 

Applicant's arguments filed 5/12/08 have been fully considered but they are not 
persuasive. 

Claims 1-8 and 10-22 have been cancelled. Claims 23-41 have been newly introduced. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 9 and 23-41 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. This is a new matter rejection. 

Claim 9 has been amended and claims 23-41 are newly introduced claims. The claims 
are directed to a screening method for substances by determining the presence or absence of any 
interaction with SEQ ID NO: 2 and variants thereof. The generic screening methods now 
claimed were not disclosed nor contemplated by the originally filed specification. The whole 
disclosure of the specification is directed to finding compounds that interact with SEQ ID NO: 2 
and are antidiabetic substances. The claims as written and the specification do not disclose why 
one of ordinary skill in the art would want to screen for compounds that interact with SEQ ID 
NO: 2 but do not possess antidiabetic properties. The specification does not disclose what the 
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usefulness of a compound that does not interact with SEQ ID NO: 2 would be nor why one 
would want to identify such a compound. 

In addition, claims 9, 36, and 37 recite "addition" of amino acids. The specification does 
not disclose addition of 1-30, 1-10, or 1-5 amino acids. It discloses only deletion, substitution, 
and insertion of the named numbers of amino acids. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 9, 23-31, and 36-38 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 9 recites "thiazolidine derivative." The specification does not provide the metes 
and bounds of what compounds are embraced or excluded by this phrase. The claims clearly 
encompass more than pioglitazone, rosiglitazone, troglitazone, and ciglitazone (specifically 
disclosed embodiments, see page 9). There does not appear to be an art understood definition for 
these derivatives. It is unclear what compounds must interact with SEQ ID NO: 2 or its variants. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
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international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claims 9, 23-27, 32-33, and 38-41 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Ota et al. (U.S. Patent Application Publication 20070105122 Al). 

Ota et al. discloses SEQ ID NO: 12235 which is identical with instant SEQ ID NO: 2. 
Ota et al. discloses screening assays of candidate compounds such as small molecules and 
proteins with the protein of SEQ ID NO: 12235. See at least abstract, claims, page 1 189, and 
alignment below. The protein of SEQ ID NO: 12235 would inherently be capable of interacting 
with the thiazolidine derivative pioglitazone as it is identical to instant SEQ ID NO: 2. (See 
claims 9 and 32-33.) The candidate compounds are not disclosed as being antidiabetic agents. 
(See claims 40-41.) 



Alignment of SEQ ID NO: 2 with Ota € 

US-10-917-503-12235 

Sequence 12235, Applies 
Publication No. US2007C 
GENERAL INFORMATION: 

APPLICANT: OTA, TOSHIO 

APPLICANT: ISOGAI, TAKAO 

APPLICANT: NISHIKAWA, TETSUO 

APPLICANT: HAYASHI, KOJI 

APPLICANT: SAITO, KAORU 

APPLICANT: YAMAMOTO, JUNICHI 

APPLICANT: ISHII, SHIZUKO 

APPLICANT: SUGIYAMA, TOMOYASU 

APPLICANT: WAKAMATSU, Al 

APPLICANT: NAGAI , KEIICHI 

APPLICANT : OTSUKI, TETSUJI 

TITLE OF INVENTION: PRIMERS FOR SYNTHESIZING FULL-LENGTH cDNA AND THEIR USE 
FILE REFERENCE: 084335/0123 

CURRENT APPLICATION NUMBER: US/10/917,503 
CURRENT FILING DATE: 



< • ■ \ \ '■■ ■ \ 

PRIOR FILING DATE 
PRIOR APPLICATION 
PRIOR FILING DATE 
PRIOR APPLICATION 
PRIOR FILING DATE 
PRIOR APPLICATION 
PRIOR FILING DATE 
PRIOR APPLICATION 
PRIOR FILING DATE 
PRIOR APPLICATION 



::;:xiir 

NUMBER 



US/09/629,469 

'-28 

JP 1999-248036 



JP 1999-300253 



JP 2000-183767 
5-02 
JP 2000-241899 
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PRIOR FILING DATE: 2000-06-09 

PRIOR APPLICATION NUMBER: 60/159,590 

PRIOR FILING DATE: 1999-10-18 

PRIOR APPLICATION NUMBER: 60/183,322 

PRIOR FILING DATE: 2000-02-17 
; NUMBER OF SEO ID NOS : 19025 
; SOFTWARE: Patentln Ver. 2.1 
; SEQ ID NO 12235 
LENGTH: 6 67 
TYPE : PRT 

ORGANISM: Homo sapiens 
US-10-917-503-12235 

Query Match 100.0%; Score 3458; DB 5; Length 667; 

Best Local Similarity 100.0%; Pred. No. 1.3e-292; 

Matches 667; Conservative 0; Mismatches 0; Indels 0; Gaps 0; 
Qy 1 MIHELLLAL8GYPG3 I FTWNKRSGLQVSQDFPFLHPSETSVLNRLCRLGTDYIRFTEFIE 60 

Db 1 MIHELLLALSGYPGSIFTWNKRSGLQVSQDFPFLHPSETSVLNRLCRLGTDYIRFTEFIE 60 

Qy 61 QYTGHVQQQDHHPSQQGQGGLHGI YLRAFCTGLDSVLQPYRQALLDLEQEFLGDPHLSIS 120 

Db 61 QYTGHVQQQDHHPSQQGQGGLHGI YLRAFCTGLDSVLQPYRQALLDLEQEFLGDPHLS IS 120 

Qy 121 HVNYFLDQFQLLFPSVMVWEQIKSQKIHGCQILETVYKHSCGGLPPVRSALEKILAVCH 180 

Db 121 HVNYFLDQFQLLFPSVMVWEQIKSQKIHGCQILETVYKHSCGGLPPVRSALEKILAVCH 180 

Qy 181 GVMYKQLSAWMLHGLLLDQHEEFFIKQGPSSGNVSAQPEEDEEDLGIGGLTGKQLRELQD 24 0 

Db 181 GVMYKQLSAWMLHGLLLDQHEEFFIKQGPSSGNVSAQPEEDEEDLGIGGLTGKQLRELQD 24 0 

Qy 241 LRLIEEENMLAPSLKQFSLRVEILPSYI PVRVAEKILFVGESVQMFENQNVNLTRKGSIL 300 

Db 241 LRLIEEENMLAPSLKQFSLRVEILPSYIPVRVAEKILFVGESVQMFENQNVNLTRKGSIL 300 

Qy 301 KNQEDTFAAELHRLKQQPLFSLVDFEQWDRIRSTVAEHLWKLMVEESDLLGQLKI IKDF 360 

Db 301 KNQEDTFAAELHRLKQQPLFSLVDFEQWDRIRSTVAEHLWKLMVEESDLLGQLKI IKDF 360 

Qy 3 61 YLLGRGELFQAFIDTAQHMLKTPPTAVTEHDVNVAFQQSAHKVLLDDDNLLPLLHLTIEY 420 

Db 3 61 YLLGRGELFQAFIDTAQHMLKTPPTAVTEHDVNVAFQQSAHKVLLDDDNLLPLLHLTIEY 420 

Qy 421 HGKEHKADATQAREGPSRETSPREAPASGWAALGLSYKVQWPLHILFTPAVLEKYNWFK 480 

Db 421 HGKEHKADATQAREGPSRETSPREAPASGWAALGLSYKVQWPLHILFTPAVLEKYNWFK 480 

Qy 481 YLLSVRRVQAELQHCWALQMQRKHLKSNQTDAIKWRLRNHMAFLVDNLQYYLQVDVLESQ 540 

Db 481 YLLSVRRVQAELQHCWALQMQRKHLKSNQTDAIKWRLRNHMAFLVDNLQYYLQVDVLESQ 540 

Qy 541 FSQLLHQINSTRDFESIRLAHDHFLSNLLAQSFILLKPVFHCLNEILDLCHSFCSLVSQN 600 

Db 541 FSQLLHQINSTRDFESIRLAHDHFLSNLLAQSFILLKPVFHCLNEI] 

Qy 601 LGPLDERGAAQLSILVKGFSRQSSLLFKILSSVRNHQINSDLAQLLLRLDYNKYYTQAGG 660 

Db 601 LGPLDERGAAQLSILVKGFSRQSSLLFKILSSVRNHQINSDLAQLLLRLDYNKYYTQAGG 660 

Qy 6 61 TLGSFGM 6 67 

Db 661 TLGSFGM 667 
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Claims 9, 23-33, and 38-41 are rejected under 35 U.S.C. 102(e) as being anticipated by 



Wu et al. (U.S. Patent Application Publication 20070224201 Al). 



Wu et al. discloses tumor-associated antigen target (TAT) polypeptide SEQ ID NO: 4169 



which is identical with instant SEQ ID NO: 2. Wu et al. discloses high throughput screening 



assays of candidate compounds such as small molecules and proteins with the protein of SEQ ID 



NO: 4169. The polypeptide being assayed can be immobilized on a microtiter plate. Any known 



assay techniques can be used. See at least abstract, claims, page 240-242, paragraphs [6695-96, 



6702-6705], and alignment below. The protein of SEQ ID NO: 4169 would inherently be 



capable of interacting with the thiazolidinc derivative pioglitazone as it is identical to instant 



SEQ ID NO: 2. (See claims 9 and 32-33.) The candidate compounds are not disclosed as being 



antidiabetic agents. (See claims 40-41.) With respect to claims 28-31, applicant's basis for these 



claims is Reference Example 1 and page 15. These disclosures are directed to the protein 



immobilized on a microtiter plate. As such, the teachings of Wu et al. are deemed to meet the 



limitation of these claims. 



Alignment of SEQ ID NO : 2 with Wu et al. 
US-10-529-351A-4169 

; Sequence 4169, Application U3/10529351A 

; Publication No. US20070224201A1 

; GENERAL INFORMATION: 

; APPLICANT : THOMAS D. WU 

; APPLICANT: ZEMIN ZHANG 

; TITLE OF INVENTION: COMPOSITIONS AND METHODS FOR THE DIAGNOSIS AND 
; TITLE OF INVENTION: TREATMENT OF TUMOR 
; FILE REFERENCE: P5101R1-US 

; CURRENT APPLICATION NUMBER: US/1 0 /52 9 , 35 1A 
; CURRENT FILING DATE: 2005-03-25 

PRIOR APPLICATION NUMBER: PCT/US03/28547 

PRIOR FILING DATE: 2003-09-29 

PRIOR APPLICATION NUMBER: US 60/414,971 
; PRIOR FILING DATE: 2002-10-02 
; NUMBER OF SEQ ID NOS : 63 5 5 
; SEQ ID NO 4169 
LENGTH: 6 67 
TYPE : PRT 

ORGANISM: Homo sapiens 
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Query Match 100.0%; Score 3458; DB 5; Length 667; 

Best Local Similarity 100.0%; Pred. No. 1.3e-292; 

Matches 667; Conservative 0; Mismatches 0; Indels 0; Gaps 0; 
Qy 1 MIHELLLALSGYPGS I F1WNKRSGLQVSQDFPFLHPSETSVLNRLCRLGTDYIRF1EFIE 60 

Db 1 MIHELLLALSGYPGS I FTWNKRSGLQVSQDFPFLHPSETSVLNRLCRLGTDYIRFTE FIE 60 

Qy 61 QY1GHVQQQDHHPSQQGQGGLHGI YLRAFCTGLDSVLQPYRQALLDLEQEFLGDPHLSIS 120 

Db 61 QYTGHVQQQDHHPSQQGQGGLHGIYLRAFCTGLDSVLQPYRQALLDLEQEFLGDPHLSIS 120 



Qy 121 HVNY :, . . . . 7MVWEQIKSQKIHGCQILETVYKHSCGGLPPVR3ALEKILAVCH 180 

Db 121 HVNYFLDQFQLLFPSVMVWEQIKSQKIHGCQILETVYKHSCGGLPPVRSALEKILAVCH 180 

Qy 181 GVMYKQLSAWMLHGLLLDQHEEFFIKQGPSSGNVSAQPEEDEEDLGIGGLTGKQLRELQD 24 0 

Db 181 GVMYKQLSAWMLHGLLLDQHEEFFIKQGPSSGNVSAQPEEDEEDLGIGGLTGKQLRELQD 240 

Qy 241 LRLIEEENMLAPSLKQFSLRVEILPSYIPVRVAEKILFVGESVQMFENQNVNLTRKGSIL 300 

Db 241 LRLIEEENMLAPSLKQFSLRVEILPSYIPVRVAEKILFVGESVQMFENQNVNLTRKGSIL 300 



Qy 301 KNQEDTFAAELHRLKQQPLFSLVDFEQWDRIRSTVAEHLWKLMVEESDLLGQLKI IKDF 360 

Db 301 KNQEDTFAAELHRLKQQPLFSLVDFEQWDRIRSTVAEHLWKLMVEESDLLGQLKI IKDF 360 

Qy 361 YLLGRGELFQAFIDTAQHMLKTPPTAVTEHDVNVAFQQSAHKVLLDDDNLLPLLHLTIEY 420 

Db 361 YLLGRGELFQAFIDTAQHMLKTPPTAVTEHDVWVAFQQSAHKVLLDDDNLLPLLHLTIEY 420 

Qy 421 HGKEHKADATQAREGPSRETSPREAPASGWAALGLSYKVQWPLHILFTPAVLEKYNWFK 4 80 

Db 421 HGKEHKADATQAREGPSRETSPREAPASGWAALGLSYKVQWPLHILFTPAVLEKYNWFK 4 80 

Qy 481 YLLSVRRVQAELQHCWALQMQRKHLKSNQTDAIKWRLRNHMAFLVDNLQYYLQVDVLESQ 540 

Db 481 YLLSVRRVQAELQHCWALQMQRKHLKSNQTDAIKWRLRNHMAFLVDNLQYYLQVDVLESQ 540 

Qy 541 FSQLLHQINSTRDFESIRLAHDHFLSNLLAQSFILLKPVFHCLNEILDLCHSFCSLVSQN 600 

Db 541 FSQLLHQINSTRDFESIRLAHDHFLSNLLAQSFILLKPVFHCLNEILDLCHSFCSLVSQN 600 



Qy 601 LGPLDERGAAQLSILVKGFSRQSSLLFKILSSVRNHQINSDLAQLLLRLDYNKYYTQAGG 660 

Db '"1 LGPLDERGAAQI /KGFSRQSSLLFKILSSVRNHQINSDLAQLLLRLDYNKYYTQAGG 660 

Qy 661 TLGSFGM 667 

Db 1 7 



Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 



obviousness rejections set forth in this Office action: 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 34-35 are rejected under 35 U.S.C. 103(a) as being unpatentable over Wu et al. in 
view of the specification at page 15. 

Wu et al. is applied as above but does not disclose assaying by surface plasmon 
resonance. 

Page 15 of the specification discloses that surface plasmon resonance using platforms 
such as the Biacore 3000 would have been well known in the art at the time of the invention. 

Wu et al. discloses that any assay technique could have been used. Therefore, it would 
have been obvious to assay for candidate compounds interacting with SEQ ID NO: 4169 of Wu 
et al. (identical to instant SEQ ID NO: 2) using surface plasmon resonance as this would have 
been a well known assay method at the time of the invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne P. Allen whose telephone number is (571)272-0712. 
The examiner can normally be reached on Monday-Friday, 5:30 am - 2:00 pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Manjunath N. Rao can be reached on 571-272-0939. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Marianne P. Allen/ 

Primary Examiner, Art Unit 1647 

mpa 



